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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Clalm(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \Z\ Claim(s) is/are allowed. 

6) |EI Claim(s) 1-20 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 12 April 2004 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114 was filed in this application 
after appeal to the Board of Patent Appeals and Interferences (BPAI), but prior to a decision on 
the appeal. In the paper filed 1 1/18/2009, the BPAI ordered the return of the application to the 
examiner. Since this application is eligible for continued examination under 37 CFR 1.114 and 
the fee set forth in 37 CFR 1 .17(e) has been timely paid, the appeal has been withdrawn pursuant 
to 37 CFR 1.114 and prosecution in this application has been reopened pursuant to 37 CFR 
1.114. Applicant's submission filed on 1 1/13/2009 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 13-14 and 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
WO 01/43850 to Pierce in view of USPN 6,291,552 to Dong. 

Pierce discloses a nonwoven filter media comprising a layer of glass wool fibers 
combined with chopped glass fibers (see entire document including page 2, lines 23-25). Pierce 
discloses that the chopped glass fibers may be present in the range of about 5 to 40% by weight 
and that the glass wool fibers may be present in the range of about 60 to 95% by weight (page 2, 
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lines 27-29). Pierce discloses that the glass wool fibers may have a diameter in the range of 0.1 
to 5.0 microns (page 6, lines 12-14). Pierce discloses that the chopped glass fibers may have a 
diameter in the range of 5.0 to 9.0 microns (page 7, lines 22-24). Pierce discloses that the filter 
media may be a wet laid filter media (page 14, lines 17-18). Pierce discloses that the number of 
plies can vary from approximately 1 to 10 plies (page 10, lines 30-31). Therefore, the top ply 
can be considered to read on the claimed filtration layer and one or more underlying plies can be 
considered to read on the claimed support layer. 

Pierce does not mention gamma values, but Pierce does disclose that a dispersant may be 
added to the slurry (page 12, line 1 to page 13, 5) and that the resulting slurry may have a pH of 
about 2.2 to about 3.2 (page 15, lines 7-17). Pierce does not appear to mention raising the pH of 
the nonwoven glass layer during the wet laid process after the dispersant is added, but Dong 
discloses that it is known in the wet laid nonwoven glass art to form a glass fiber nonwoven with 
uniform weight by first contacting the glass fibers with the combination of a charged viscosity 
modifier and a dispersant followed by the separate addition of an oppositely charged viscosity 
modifier, resulting in a slurry with a pH in the range of from about 5 to about 10 (see entire 
document including column 2, lines 20-43 and column 6, lines 58-64). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to raise the pH 
from a low pH value, as taught by Dong, because the nonwoven filter media would 
advantageously possess a uniform weight. 
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Regarding the claimed gamma value, considering that the nonwoven filter media taught 
by the applied prior art is substantially identical to the claimed nonwoven filter media in 
structure and considering that the nonwoven filter media taught by the applied prior art is made 
by a substantially identical wet laid process (lowering the pH and then raising the pH), it appears 
that the nonwoven filter media inherently possesses the claimed gamma value. 

The Patent and Trademark Office can require applicants to prove that prior art products 
do not necessarily or inherently possess characteristics of claimed products where claimed and 
prior art products are identical or substantially identical, or are produced by identical or 
substantially identical processes; burden of proof is on applicants where rejection based on 
inherency under 35 U.S.C. § 102 or on prima facie obviousness under 35 U.S.C. § 103, jointly 
or alternatively, and Patent and Trademark Office's inability to manufacture products or to 
obtain and compare prior art products evidences fairness of this rejection. In re Best, Bolton, and 
Shaw, 195 USPQ 431 (CCPA 1977). 

Regarding claim 14, Pierce discloses that the glass wool fibers of each ply may have a 
diameter in the range of 0.1 to 5.0 microns (page 6, lines 12-14). 

Regarding claims 19 and 20, Pierce discloses that the glass wool fibers may be combined 
with chopped glass fibers forming a filtration layer (see entire document including page 2, lines 
23-25). 

Regarding claim 20, Pierce discloses that the chopped glass fibers may be present in the 
range of about 5 to 40% by weight and the glass wool fibers may be present in the range of about 
60 to 95% by weight (page 2, lines 27-29). 
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4. Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
01/43850 to Pierce in view of USPN 6,291,552 to Dong as applied to claims 13-14 and 19-20 
above, and further in view of USPN 4,102,785 to Head. 

Pierce does not appear to mention the apparent density of the web, therefore, it would 
have been obvious to look to the prior art for conventional web densities. Head provides this 
conventional teaching showing that it is known in the filter art to use a fiber density of about 
0.15 to 0.25 g/cc (see column 4, lines 52-55). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to make the filter media with a 
fiber density of 0.1 5 to 0.25 g/cc, as taught by Head, motivated by the expectation of 
successfully practicing the invention of Pierce. 

5. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over WO 01/43850 to 
Pierce in view of USPN 6,291,552 to Dong as applied to claims 13-14 and 19-20 above, and 
further in view of USPN 6,749,753 to Yamaguchi. 

Pierce discloses that the number of plies can vary from approximately 1 to 10 plies (page 
10, lines 30-31). Therefore, the top ply can be considered to read on the claimed filtration layer 
and one or more underlying plies can be considered to read on the claimed support layer. Pierce 
does not appear to mention using a larger fiber diameter in one of the supporting plies, but 
Yamaguchi discloses that it is known in the filtration art to vary the fiber diameter of adjacent 
plies to increase filtration accuracy and increase filtration life (see entire document including 
column 2, lines 29-44). Yamaguchi discloses that the larger fibers may have a diameter of 1.1 to 
20 times as large as the smaller diameter (column 6, lines 38-49). Considering that Pierce 
discloses that the glass wool fibers of each ply may have a diameter in the range of 0. 1 to 5.0 
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microns (page 6, lines 12-14), it would have been obvious to use fibers with a diameter of 0.69 
microns in one ply and fibers with a diameter of 4.2 microns in at least one of the supporting 
plies, because the filter would possess increased filtration accuracy and increased filtration life. 
6. Claims 1-17 and 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
WO 01/43850 to Pierce in view of USPN 6,291,552 to Dong in view of USPN 6,420,024 to 
Perez. 

Pierce discloses a nonwoven filter media comprising a layer of glass wool fibers 
combined with chopped glass fibers (see entire document including page 2, lines 23-25). Pierce 
discloses that the chopped glass fibers may be present in the range of about 5 to 40% by weight 
and that the glass wool fibers may be present in the range of about 60 to 95% by weight (page 2, 
lines 27-29). Pierce discloses that the glass wool fibers may have a diameter in the range of 0.1 
to 5.0 microns (page 6, lines 12-14). Pierce discloses that the chopped glass fibers may have a 
diameter in the range of 5.0 to 9.0 microns (page 7, lines 22-24). Pierce discloses that the filter 
media may be a wet laid filter media (page 14, lines 17-18). 

Pierce does not mention gamma values, but Pierce does disclose that a dispersant may be 
added to the slurry (page 12, line 1 to page 13,5) and that the resulting slurry may have a pH of 
about 2.2 to about 3.2 (page 15, lines 7-17). Pierce does not appear to mention raising the pH of 
the nonwoven glass layer during the wet laid process after the dispersant is added, but Dong 
discloses that it is known in the wet laid nonwoven glass art to form a glass fiber nonwoven with 
uniform weight by first contacting the glass fibers with the combination of a charged viscosity 
modifier and a dispersant followed by the separate addition of an oppositely charged viscosity 
modifier, resulting in a slurry with a pH in the range of fi-om about 5 to about 10 (see entire 
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document including column 2, lines 20-43 and column 6, lines 58-64). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to raise the pH 
from a low pH value, as taught by Dong, because the nonwoven filter media would 
advantageously possess a uniform weight. 

Regarding the claimed gamma value, considering that the nonwoven filter media taught 
by the applied prior art is substantially identical to the claimed nonwoven filter media in 
structure and considering that the nonwoven filter media taught by the applied prior art is made 
by a substantially identical wet laid process (lowering the pH and then raising the pH), it appears 
that the nonwoven filter media inherently possesses the claimed gamma value. 

Pierce appears to be silent with regards to a specific surface area, therefore, it would have 
been obvious to look to the prior art for conventional surfaces areas. Perez provides this 
conventional teaching showing that it is known in the filtration art to use a surface area of greater 
than 0.25 m^/g, typically about 0.5 to 30 mVg (see column 2, lines 8-21). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
make the surface area from about 0.5 to 30 m^/g, motivated by the expectation of successfiiUy 
practicing the invention of Pierce. 

Regarding claims 2-3, 9-10 and 14, Pierce discloses that the glass wool fibers of each ply 
may have a diameter in the range of 0.1 to 5.0 microns (page 6, lines 12-14). 

Regarding claims 4-6 and 19-20, Pierce discloses that the glass wool fibers may be 
combined with chopped glass fibers forming a filtration layer (see entire document including 
page 2, lines 23-25). 
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Regarding claims 6 and 20, Pierce discloses that the chopped glass fibers may be present 
in the range of about 5 to 40% by weight and the glass wool fibers may be present in the range of 
about 60 to 95% by weight (page 2, lines 27-29). 

Regarding claims 7 and 11, Pierce discloses that the filter media may be a wet laid filter 
media (page 14, lines 17-18). 

Regarding claims 8-12 and 16-17, Pierce does not appear to mention the apparent density 
of the web, but considering that the nonwoven filter media taught by the applied prior art 
possesses an identical surface area and is made with an identical wet laid process producing a 
substantially uniform web, it appears that the apparent density of the web is inherently at least 
about 0.15 g/cc. 

Regarding claims 13-17 and 19-20, Pierce discloses that the number of plies can vary 
from approximately 1 to 10 plies (page 10, lines 30-31). Therefore, the top ply can be 
considered to read on the claimed filtration layer and one or more underlying plies can be 
considered to read on the claimed support layer. 

7. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over WO 01/43850 to 
Pierce in view of USPN 6,291,552 to Dong in view of USPN 6,420,024 to Perez as applied to 
claims 1-17 and 19-20 above, and further in view of USPN 6,749,753 to Yamaguchi. 

Pierce discloses that the number of plies can vary from approximately 1 to 10 plies (page 
10, lines 30-31). Therefore, the top ply can be considered to read on the claimed filtration layer 
and one or more underlying plies can be considered to read on the claimed support layer. Pierce 
does not appear to mention using a larger fiber diameter in one of the supporting plies, but 
Yamaguchi discloses that it is known in the filtration art to vary the fiber diameter of adjacent 
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plies to increase filtration accuracy and increase filtration life (see entire document including 
column 2, lines 29-44). Yamaguchi discloses that the larger fibers may have a diameter of 1.1 to 
20 times as large as the smaller diameter (column 6, lines 38-49). Considering that Pierce 
discloses that the glass wool fibers of each ply may have a diameter in the range of 0. 1 to 5.0 
microns (page 6, lines 12-14), it would have been obvious to use fibers with a diameter of 0.69 
microns in one ply and fibers with a diameter of 4.2 microns in at least one of the supporting 
plies, because the filter would possess increased filtration accuracy and increased filtration life. 
8. Claims 8-12 and 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
WO 01/43850 to Pierce in view of USPN 6,291,552 to Dong in view of USPN 6,420,024 to 
Perez as applied to claims 1-17 and 19-20 above, and fiirther in view of USPN 4,102,785 to 
Head. 

In the event that it is shown that the apparent density of the web is not inherently about 
0.15 to 0.21 g/cc. Head discloses that it is known and typical in the filter art to use a fiber density 
of about 0.15 to 0.25 g/cc (see coliimn 4, lines 52-55). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to make the filter media 
with a fiber density of 0.15 to 0.25 g/cc, as taught by Head, because it is understood by one of 
ordinary skill in the art that the apparent density effects a property such as filtration efficiency 
and because it has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. 
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Response to Arguments 

9. Applicant's arguments filed 1 1/13/2009 have been fiiUy considered but they are not 
persuasive. 

The applicant requests that the arguments presented in the Appeal Brief filed on 

4/28/2009 be considered. The applicant is directed to the Examiner's Answer filed 7/28/2009 
wherein the arguments presented in the Appeal Brief filed 4/28/2009 were fully considered but 
found unpersuasive. 

Conclusion 

10. All claims are drawn to the same invention claimed in the application prior to the entry of 
the submission under 37 CFR 1.1 14 and could have been finally rejected on the grounds and art 
of record in the next Office action if they had been entered in the application prior to entry under 
37 CFR 1.114. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action 
after the filing of a request for continued examination and the submission under 37 CFR 1.114. 
See MPEP § 706.07(b). Apphcant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

11. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 

1 .136(a) will be calculated from the mailing date of the advisory action. In no event, however. 
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will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew T. Piziali whose telephone number is (571) 272-1541. 
The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Larry Tarazano can be reached on (571) 272-15 15. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Andrew T Piziali/ 

Primary Examiner, Art Unit 1794 



